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REMARKS 

Claims 1-46 stand rejected under 35 U.S.C. § 101 as being directed to non-statutory 
subject matter. Applicants would like to thank the Examiner for pointing out that the claims 
would be allowable if the rejection under 35 U.S.C. § 101 is overcome. Applicants respectfully 
request reconsideration. 

The Office Action states that in claims 1, 8, 15, 29, 43, and 45, "merely identifying; 
determining; devising; evaluating; comparing; etc... is not sufficient to constitute a tangible 
result, since the outcome of the method steps has not been used in a disclosed practical 
application nor made available in such a manner that its usefulness in a disclosed practical 
application is realized." Applicants respectfully submit that the claims are directed toward 
statutory subject matter and the language used in the claims does not render the invention 
nonstatutory. 

The Office Action cites the Interim Guidelines, which state that claims must be directed 
towards a practical application that produces a useful, concrete, and tangible result. It appears 
that the Examiner concedes that the present invention produces both useful and concrete results 
and only takes issue with whether the results produced are tangible. The Interim Guidelines state 
that the practical application, to produce a tangible result, must produce a real-world result, or in 
other words, a result tied to the real world. 

The requirements of 35 U.S.C. § 101 in general and the Interim Guidelines in particular 
were promulgated to ensure that mere abstract ideas were not patented. The present invention is 
more than a mere abstract idea because it defines a practical application that produces tangible 
results, that is results tied to the real world. For example, the tangible result of claim 1 is that a 
characteristic of a document is determined; the document being a real-world object and the 
characteristic being a "distinctive character, quality, or disposition" of the document. See The 
American Heritage Dictionary, 2d College Edition (defining characteristic). As another 
example, the tangible result of claim 15 is that an authentication determination is made for each 
currency bill. Making a determination as to whether or not a currency bill is authentic is a 
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practical application producing a tangible result tied to the real world. As a last example, the 
result of claim 43 is a finding as to whether or not a test currency bill is suspect counterfeit; 
again, this is a tangible result of a practical application that is tied to the physical world. 

A brief look at two claims upheld by the Federal Circuit further shows that the claims in 
the present application are directed toward statutory subject matter. While analyzing process 
claims, the Federal Circuit stated that the "claimed steps of 'converting, 1 'applying/ 'determining, 1 
and 'comparing' are physical process steps that transform one physical electrical signal into 
another." Arrythmia Research Tech., Inc. v. Corazonix Corp., 958 F.2d 1053, 1059 (Fed. Cir. 
1992). The final step in the Arrythmia method claim involved "comparing said value with said 
predetermined level." Id. at 1055 (reproducing method claim 1 of U.S. Pat. No. 4,422,459). In 
another case, the Federal Circuit held that research data was a "tangible result" for § 101 
purposes. Bayer AG v. Housey Pharm., Inc., 340 F.3d 1367, 1378 (Fed. Cir. 2003). The final 
step in the Bayer method recited: "comparing the phenotypic response of the first cell line to the 
substance with the phenotypic response of the second cell line to the substance." Id. at 1369, fh. 
2 (reproducing method claim 1 of U.S. Pat. No. 4,980,281). 

Claims 1, 8, 15, 29, 43, and 45 are directed towards statutory subject matter at least for 
the reason that they compare, which was found to be statutory by the Federal Circuit. See 
Arrythmia, 958 F.2d at 1059; see also Bayer, 340 F.3d at 1378. In addition, determining 
information with respect to a characteristic, authenticity, or counterfeit of a document is a 
tangible result similar to the research data found to be a tangible result by the Federal Circuit. 
See Bayer, 340 F.3d at 1378. 

For example, in claim 1, a useful, concrete, and tangible result can be found at least in the 
last element where a characteristic of a document is determined (such as authenticity as shown in 
claims 4 and 11). Determining the characteristic of a document, like "determining the presence 
or absence of a predetermined level of high frequency energy" as recited in the preamble of the 
Arrythmia claim and "determining whether a substance is an inhibitor or activator of a protein" 
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as recited in the preamble of the Bayer claim, is a tangible result. See Arrythmia, 958 F.2d at 
1059; see also Bayer, 340 F.3d at 1378. 

The document processing system of claim 8 is also directed toward statutory subject 
matter at least for the reason that it recites "a processor to compare the responses from each 
illumination against each other and determine a characteristic of the document based on 
comparison differences or similarities with respect to illumination response to the at least two 
wavelengths of light." Claim 8 is a practical application that produces a useful, concrete, and 
tangible result at least because the processor compares responses, but also because the processor 
then determines a characteristic of the document. 

Similarly, the method of claim 15 produces a useful, concrete, and tangible result which 
can be found at least in the last element of "making an authentication determination for each 
currency bill based on a comparison between the first response and the second response." 

Claim 29 is also directed toward statutory subject matter for at least the reason that the 
system of claim 29 is a practical application. Applicant respectfully submits that if the claims in 
Arrythmia and Bayer are directed toward statutory subject matter, then a currency bill 
authentication system comprising, among other things, "a processor that makes an authentication 
determination for each currency bill on a comparison between the first response and the second 
response" is patentable. See Arrythmia, 958 F.2d at 1059; see also Bayer, 340 F.3d at 1378. 

Additionally, the method of claim 43 produces a useful, concrete, and tangible result. 
Claim 43 recites, among other physical process steps, "comparing the first and second reflected 
light responses; and finding the test currency bill to be suspect counterfeit if the compared first 
and second reflected responses are not substantially the same." This method for making a 
counterfeit determination is directed toward statutory subject matter according to the standards 
applied by the Federal Circuit. See Arrythmia, 958 F.2d at 1059; see also Bayer, 340 F.3d at 
1378. After comparing, which is enough to make claim 43 statutory under Arrythmia and Bayer, 
claim 43 goes on to find whether or not the test currency bill is suspect counterfeit, at least as 
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tangible of a result as the research data in Bayer, See Arrythmia, 958 F.2d at 1059; see also 
Bayer, 340 R3d at 1378. 

Similarly, claim 45 is directed toward statutory subject matter. The system for making a 
counterfeit determination of claim 45 recites, among other things, "the detector sensing a second 
reflected light response from the second illumination; and a processor to compare the first and 
second reflected light responses, and identify the test currency bill to be suspect counterfeit if the 
compared first and second reflected light responses are not substantially the same." The system 
of claim 45 is a practical application producing useful, concrete, and tangible results, at least one 
of which is that, after light reflected from a test currency bill is sensed and compared, it is 
identified whether or not the test currency bill is suspect counterfeit. 

In summary, Applicants claim that the detected light responses are compared against each 
other for the purpose of determining a document characteristic (claims 1 and 8), making an 
authentication determination (claims 15 and 29) or finding a counterfeit (claims 43 and 45). 
These claims are accordingly directed to patentable subject matter and Applicants respectfully 
request the withdrawal of the 35 U.S.C. § 101 rejection. 

Allowance of the application is respectfully requested. 
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